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I. REAL PARTY IN INTEREST 

The real party in interest is the assignee, Intel Corporation. 

II. RELATED APPEALS AND INTERFERENCES 

There are no related appeals or interferences known to the Appellant, the Appellant's 
legal representative, or assignee, which will directly affect or be directly affected by or have a 
bearing on the Board's decision in the pending appeal. 

III. STATUS OF CLAIMS 

Claims 3-5, 17, 18, 22-25, 27-29, 32, 36, 40, 41, 45-49 and 54-57 of the present 
application are pending and remain rejected. The Appellant hereby appeals the rejection of 
claims 3-5, 17, 18, 22-25, 27-29, 32, 36, 40, 41, 45-49 and 54-57. 

IV. STATUS OF AMENDMENTS 

The Appellant filed an amendment on December 2, 2003, in response to a Final Office 
Action issued by the Examiner on October 29, 2003. In response to the Appellant's amendment, 
the Examiner issued an Advisory Action on March 26, 2004. The Appellant filed a Notice of 
Appeal from the Advisory Action issued by the Examiner on March 30, 2004. 

V. SUMMARY OF INVENTION 

With reference to Figure 1, embodiments of the invention relate to a system including a 
target computer 1 12, 1 16, 120 to receive a content including an advertisement from a content 
provider 104 coupled to the target computer via a network (e.g. communication medium 108, 
server 124, router 128, etc.) to transmit the content. 1 

1 See Specification, page 6, lines 3-1 8. 
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Continuing with reference to Figure 1, the content provider 104 includes a user rule page 
140 containing information automatically obtained from the target computer 1 12 by a first 
agent. The first agent may have a trigger program to filter information and to determine 
whether the information is relevant to the user rule page 140. 3 

The content provider 104 further comprises a rule book 136 to provide a rule based on the 
user rule page 140 in which the rule controls the content to be transmitted from a database 132 to 
the target computer 1 12. 4 

With reference now to Figure 2, Figure 2 illustrates one embodiment of a rule page 200 
associated with a user profile. 5 For example, the rule may be stored in the form of a condition- 
action pair. The user rule page 200 includes at least one of a hardware profile 210 indicating the 
hardware capabilities of the target computer, a software profile 212 indicating software used by 
the target computer, and a user profile 216 including dynamic information related to a user using 
the target computer in which the dynamic information includes information on web-sites visited 
and time spent by the user on the web-sites (238, 242). 6 

With reference also to Figure 3, a second agent of (e.g. a content agent) updates 
information in the user rule page based upon information received from the target computer and 
based upon the updated user rule page finds new appropriate content including a second 
advertisement that is transmitted to the target computer (blocks 332, 336). 7 

VI. ISSUE 

The issue is: 

2 See Specification, page 6, lines 18-27 through page 7, lines 1-2. 

3 See Specification, page 11, lines 1-8. 

4 See Specification, page 6, lines 18-27 through page 7, lines 1-2. 

5 See Specification, page 7, lines 17-18. 

6 See Specification, page 7, lines 18-27, page 8, lines 1-20. 

7 See Specification, page 11, lines 18-16 through page 12, lines 1-2. 
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Whether claims 3-5, 17, 18, 22-25, 27-29, 32, 36, 40, 41, 45-49 and 54-57 are 
unpatentable under 35 U.S.C. § 103 (a) as being obvious over U.S. Patent No. 6,279,1 12 Bl 
issued to OToole Jr. et al., in view of U.S. Patent No. 5,796,952 issued to Davis et al., and 
further in view of what would have allegedly been known to one of ordinary skill in the art at the 
time of the invention (i.e. Official Notice). 

VII. GROUPING OF CLAIMS 

Appellant contends that the claims of the present invention stand or fall together. In other 
words, claims 3-5, 17, 18, 22-25, 27-29, 32, 36, 40, 41, 45-49, and 54-57 form a single group. 

VIII. ARGUMENTS 

A. Areuments Directed to the Allowance of the Claims of Group I (Claims 3-5, 
17, 18, 22-25, 27-29, 32, 36, 40, 41, 45-49, and 54-57) 

As set forth in the Final Office Action mailed October 29, 2003, claims 3-5, 17, 18, 22- 
25, 27-29, 32, 36, 40, 41, 45-49, and 54-57 stand rejected under 35 U.S.C. §103(a). Appellant 
respectfully traverses the Final Office Action's obviousness rejections in their entirety and 
respectfully requests the Board reverse these rejections, for the reasons set forth below. 

As stated in MPEP §2141.03: 

A prima facie obviousness rejection requires the three basic criteria be 
met. First, there must be some teaching, suggestion, or motivation, either in the 
references of themselves, or in the knowledge generally available to one skilled in 
the art, to modify the reference or to combine the references. Second, there must 
be some reasonable expectation of success. Finally, the prior art reference, or 
references when combined, must teach all the claim limitations. The teaching or 
suggestion to make the claimed combination and the reasonable expectation of 
success must both be found in the prior art, and not based on the Applicant's 
disclosure . MPEP §2141.03. (Emphasis added). 

MPEP §2141.03 further warns that impermissible hindsight must be avoided. 

Furthermore, with regards to obviousness, as aptly stated by the Federal Circuit in In re 

Kotzab, 55 U.S.P.Q.2D (BNA) 1313, 1316-1317 (Fed. Cir. 2000): 

Most if not all inventions arise from a combination of old elements. Thus 
every element of a claimed invention may often be found in the prior art. 

However, identification in the prior art of each individual part claimed is 
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insufficient to defeat patentability of the whole claimed invention. Rather, to 
establish obviousness based on a combination of the elements disclosed in the 
prior art, there must be some motivation, suggestion, or teaching of the 
desirability of making the specific combination that was made by the applicant. 
(Emphasis added). 

As set forth in the Final Office Action, claims 3-5, 17, 18, 22-25, 27-29, 32, 36, 40, 41, 
45-49, and 54-57 presently stand rejected under 35 U.S.C. § 103(a) as being allegedly obvious 
over U.S. Patent No. 6,279,1 12 Bl issued to O'Toole Jr. et al. (hereinafter OToole) in view of 
U.S. Patent No. 5,796, 952 issued to Davis et al. (hereinafter Davis), and further in view of what 
would have allegedly been known to one of ordinary skill in the art at the time of the invention 
(i.e. Official Notice). 

Appellant respectfully submits that the limitations of independent claims 3 and 17 are not 
taught, suggested, or rendered obvious by OToole in combination with Davis, and further in 
combination with, what the Examiner alleges would have been obvious to one of ordinary skill in 
the art (i.e. Official Notice). As will be discussed, Appellant respectfully submits that the 
Examiner is utilizing impermissible hindsight to piece together disparate sections of the OToole 
and Davis references, along with what would have allegedly been obvious to one of ordinary 
skill in the art to, in hindsight, approximate Appellant's claimed invention, when in fact these 
disparate sections do not even teach or suggest Appellant's claim limitations. 

Both of Appellant's independent claims 3 and 17 generally relate to a system comprising 
a target computer to receive a content including an advertisement, in which the content provider 
comprises: a user rule page containing information automatically obtained from the target 
computer by a first agent having a triggering program to filter information and to determine 
whether the information is relevant to the user page. . .a rule book to provide a rule based on the 
user rule page. . .the rule controlling the content to be transmitted from a database to the target 
computer and in which the rule is stored in the form of a condition/action pair. . .the user rule 
page including at least one of a hardware profile indicating the hardware capabilities of the 
target computer, a software profile indicating software used by the target computer, and a user 
profile including dynamic information related to a user using the target computer in which the 
dynamic information includes information on web-sites visited and time spent by the user on the 
web-sites. . .and wherein a second agent updates information in the user rule page based upon 
information received from the target computer and based upon the updated user rule page finds 
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new appropriate content including a second advertisement that is transmitted to the target 
computer. 

On the other hand, as set forth in the Abstract of OToole, OToole generally teaches: 
"The present invention relates to techniques for controlling transfers of information in computer 
networks. One technique involves transmitting from a server computer to a client computer, a 
document containing a channel object corresponding to a communication service, and storing an 
access ticket that indicates that a user of the client computer permits the information source 
computer to communicate with the user over a specified channel. Another technique involves 
transmitting smart digital offers based on information such as coupons and purchasing histories 
stored at the computer receiving the offer. . 

Appellant respectfully submits that, contrary to the Examiner's assertion, OToole does 
not teach a first agent, and particularly, does not teach a user rule page containing information 
automatically obtained from the target computer by a first agent having a trigger program to 
filter information and to determine whether the information is relevant to the user rule page. 

However, in an attempt to teach these limitations, the Examiner cites column 7, line 24 
through column 8, line 4 of the OToole patent. The Examiner asserts that the smart digital offer 
object functions as the claimed first agent and that profile information serves as the user rule 
page. The Examiner asserts that the smart digital offer object functions as the claimed first agent 
having a triggering program to filter information and to determine whether the information is 
significant. (See generally, Final Office Action, page 4). 

However, looking to OToole, col. 7, line 24 through col. 8, line 21, O'Toole teaches: 

The client computer fetches a document of web-based information from the 
offer-providing server that contains a smart digital offer object (step 
118).. .The client computer activates the smart digital offer object (step 120), 
and the smart digital offer object attempts to observe the parameters of the 
execution environment at the client machine, including the presence of 
coupons, and possibly other information such as a purchasing history recorded 
on the client computer. . ..If the smart digital offer object attempts to observe 
the purchasing history or certain other user-specific information, the client 
computer asks the user whether the user wishes to reveal the in formation (step 
122). The user indicates whether release of the information is authorized (step 
124), and the smart digital offer object then examines the coupon (including 
the coupon's authenticator), digital receipts (including authenticators) and other 
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user-specific information authorized to be revealed by the user * and presents to 
the user an offer of a product or service (step 126). . .When the user accepts the 
offer (step 128) the client computer sends a message to the offer-providing 
server indicating that the user has accepted the offer , or sends the message to 
an intermediary server that is trusted by the client computer to maintain the 
confidentiality of user-specific information and is trusted by the offer- 
providing server to verify the terms on which the offer was accepted (step 
130).. . The offer-providing server then fulfills the offer by causing the offered 
product or service to be provided to the user (step 134). (OToole, column 7, 
line 24 through column 8, line 21) (Emphasis Added). 

Thus, as shown above, OToole teaches an interactive smart digital offer object to allow 
the user to be interactively asked whether the user wishes to reveal certain user information and 
further to ask the user if the user wishes to accept an offer of a product or service, which the user 
can then interactively accept or decline. This is markedly different from Appellant's claimed 
invention of independent claims 3 and 17 related to a user rule page containing information 
automatically obtained from the target computer by a first agent having a triggering program to 
filter information and to determine whether the information is relevant to a user rule page. 

In the Final Office Action, the Examiner further asserts that the user rule page including 
at least one of a hardware profile indicating hardware capabilities of the target computer, a 
software profile indicating software used by the target computer and a user profile including 
dynamic information related a user using the target computer is shown by OToole at column 7, 
lines 38-43; col. 8, lines 1-4; and col. 9, lines 18-28. 

However, Appellant can nowhere find the teaching of these limitations in the previously 
quoted section of column 7. Further, col. 8, lines 1-4 cited by the Examiner teaches: "user 
profile information such as membership codes, user's age, user's income, and other demographic 
information certified by an independent authority with an authenticated 11 Whereas col. 9, lines 
18-28 cited by the Examiner teach a "client computer 200 or agency computer 204 stores a client 
personal profile 206 containing demographic data, current shopping interest and preferences, 
contact addresses and other personal or semi-personal information. . .the client personal profile 
can include information that changes on a day-to-day basis, such as purchasing history (which 
may be recorded in accordance with the techniques described in the above-mentioned U.S. 
Patent Application Serial No. 08/328,133). . ." 
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As described above, OToole teaches an interactive smart digital offer object to allow the 
user to be interactively asked whether the user wishes to reveal certain user information and 
further to ask the user if the user wishes to accept an offer of a product or service, which the user 
can then interactively accept or decline and some sort of user profile information related to 
demographic information, shopping interests, purchasing history, etc. 

OToole quite clearly does not teach or suggest a user rule page containing information 
automatically obtained from the target computer by a first agent having a triggering program to 
filter information and to determine whether the information is relevant to a user rule page. 

The Examiner further asserts in the Final Office Action, on page 5, that OToole's 
collection of rules for customizing targeted information based on a client's profile is equivalent 
to the claimed rule book. . .based on the user rule page. 

However, based on the sections of OToole cited by the Examiner, it is Appellant's 
opinion that OToole does not teach, suggest, or render obvious Appellant's detailed claim 
limitations related to a rule book to provide a rule based on the user rule page. . .the rule 
controlling the content to be transmitted from a database to the target computer. . .the rule stored 
in the form of a condition/action pair. . .wherein the user rule page includes at least one of a 
hardware profile indicating hardware capabilities of the target computer, a software profile 
indicating software used by the target computer, and a user profile including dynamic 
information related to a user using the target computer including information on web-sites visited 
and time spent by the user on the web-sites. These limitations are simply not taught or suggested 
by OToole. 

On page 5 of the Final Office Action, and in the Advisory Action, it is further alleged that 
OToole teaches Appellant's claim limitations related to a second agent that updates information 
in the user rule page based upon information received from the target computer and based upon 
an updated user rule page finds new appropriate content including a second advertisement that is 
transmitted to the target computer. 

In support of this, the Examiner cites column 7, lines 24-26, which states that the client 
computer fetches a document of web-based information from the offer-providing server that 
contains a smart digital offer object. The Examiner also cites column 9, lines 22-61 of OToole 
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that relates to a client avatar located at the client computer which acts as an agent for the user by 
controlling the release of information from a client personal profile 206 to server computer 202. 
However, both the client avatar 210 and the client personal profile 206 are both located at the 
client computer not at a content provider . Moreover, the Examiner cites column 10, lines 18-28 
of OToole which states that: "the server computer may use the subset of the client personal 
profile to customize other web-services offered to the user, including digital coupons, search 
services, and advertisements." 

However, these citations by the Examiner nowhere teach, suggest, or render obvious a 
second agent that updates information (after a first agent) in a user rule page (which includes at 
least one of a hardware profile indicating hardware capabilities of the target computer, a 
software profile indicating software used by the target computer, and a user profile including 
dynamic information related to a user including information on web-sites visited and time spent 
by the user on the web-sites) and based upon the updated user rule page finds new appropriate 
content including a second advertisement that is transmitted to the computer. 

As discussed above, because OToole does not teach or suggest all of Applicant's detailed 
claim limitations related to a user rule page containing information automatically obtained from 
the target computer by a first agent having a trigger program to filter information and to 
determine whether information is relevant to a user rule page. . .a rule book to provide a rule 
based on the user rule page. . .the rule controlling the content to be transmitted from a database to 
the target computer. . .wherein the user rule page includes at least one of a hardware profile 
indicating hardware capabilities of the target computer, a software profile indicating software 
used by the target computer, and a user profile including dynamic information including 
information on web-sites visited and time spent by the user on the web-sites. . .and wherein a 
second agent updates information in the user rule page based on information received from the 
target computer and based upon the updated user rule page finds new appropriate content 
including a second advertisement that is transmitted to the target computer. 

Thus, OToole cannot render obvious Applicant's claimed invention of independent 
claims 3 and 17. 
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It appears that the Examiner somewhat recognizes that OToole does not teach or suggest 
all of the claim limitations of independent claims 3 and 17 and therefore relies on Davis, to, in 
hindsight , reconstruct Applicant's independent claims 3 and 17. 

However, there is no motivation to modify OToole, which works well for its intended 
purpose of providing techniques for controlling transfers of information in computer networks, 
including transmitting smart digital offers based on information such a coupons and purchasing 
history stored at the computer receiving the offer. There is no motivation to modify OToole, 
with Davis, except to approximate Applicant* detailed claim limitations of independent claims 3 
and 17. 

As the Examiner states on page 7 of the Final Office Action, "OToole does not explicitly 
disclose how this confirmation of compatibility between the client and servers communication 
hardware and software is established; however, Davis teaches the monitoring of client activity in 
order to create a client profile that is used to target content, such as an ad to a user (column 4, 
lines 24-27)." However, the Examiner asserts that Davis teaches the ability to use an agent to 
obtain data regarding hardware characteristics of a target computer. Moreover, the Examiner 
asserts that Official Notice is taken that it is old and well-known in the art of computers to access 
a software profile (Final Office Action, page 8). Additionally, the Examiner recognizes that 
"OToole does not explicitly teach the profiling of the web-sites visited and time spent at each by 
a user; however, Davis makes up for this deficiency. . (Final Office Action, page 9). 

Thus, Davis is cited merely to teach the ability of an agent that can be used to obtain data 
regarding the hardware characteristics of a target computer, and further to show that is has been 
known to track dynamic information including information on web-sites visited and time spent 
by the user on the web-sites. As the Examiner admits, Davis does not particularly teach or 
suggest a user rule page including a software profile indicating software used by the target 
computer; but merely states that Official Notice is taken that it is old and well-known in the art 
of computers to access a software profile. 

As pointed out by the Federal Circuit, reliance solely on "skill in the art," is generally 
insufficient to modify a reference to reach an obviousness judgment. In Al-Site, the Federal 
Circuit stated: "Rarely, however, will the skill in the art component operate to supply missing 
knowledge or prior art to reach an obviousness judgment." Al-Site Corp. v. VSI Int'h Inc., 50 
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USPQ2d 1 161, 1171, (Fed. Cir. 1999) (emphasis added). Appellants respectfully submit that 
there is no teaching or suggestion in the two references, along with the skill in the art component 
(i.e. Official Notice), cited by the Office Action, in order to render obvious Appellant's 
independent claims 3 and 17. 

Appellant respectfully submits that this is classic hindsight reconstruction . Further, the 
base reference OToole, as previously discussed does not teach or suggest the detailed claim 
limitations of independent claims 3 and 17, as discussed above. 

Appellant respectfully submits that neither OToole and/or Davis, alone or in 
combination, teach or suggest: a user rule page containing information automatically obtained 
from a target computer by a first agent having a triggering program to filter information and to 
determine whether the information is relevant to the user rule page. . .a rule book to provide a rule 
based on the user rule page. . .the user rule page including at least one of a hardware profile, a 
software profile, and a user profile including dynamic information related to a user using the 
target computer including information on web-sites visited and time spent by the user on the 
web-site, and wherein a second agent updates information in the user rule page based on 
information received from the target computer and based upon the updated user rule page finds 
new appropriate content including a second advertisement that is transmitted to the target 
computer. 

Based on the foregoing, Appellant respectfully submits that there is no teaching or 
suggestion in OToole and Davis, along with ordinary skill in the art (i.e. Official Notice), to 
render obvious the limitations and interaction of the limitations of Appellant's claimed invention 
as set forth in Appellant's independent claims 3 and 17. Quite simply, there is no teaching or 
suggestion in either of these references, alone or in combination, with or without what would 
have been allegedly apparent to one skilled in the art, to teach, suggest, or render obvious the 
limitations and interaction of the limitations of Appellant's independent claims 3 and 17, except 
for impermissible hindsight even assuming the limitations were actually taught. 

In view of the foregoing, Appellant respectfully submits that independent claims 3 and 17 
are not rendered obvious by the hindsight combination of OToole, Davis, and what would have 
been allegedly known to one skill in the art (i.e. Official Notice), and these claims should be 
allowed. Appellant respectfully requests that the Board reverse the Examiner's decision as to 
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independent claims 3 and 17. With respect to the dependent claims, Appellant respectfully 
submits that these claims are allowable for being dependent upon allowable independent claims. 
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B. Conclusion 

Appellant respectfully requests that the Board enter a decision overturning the Examiner's 
rejection of all pending claims, and hold that the claims are neither anticipated or rendered 
obvious by the prior art. 
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IX. APPENDIX 

The claims of the present application which are involved in this appeal are as follows: 
1-2. (Canceled) 

3. (Previously Presented) A system comprising: 

a target computer to receive a content including an advertisement; and 

a content provider coupled to the target computer via a network to transmit the content, 
the content provider comprising: 

a user rule page containing information automatically obtained from the target 
computer by a first agent, the first agent having a trigger program to filter information 
and to determine whether the information is relevant to the user rule page; 

a rulebook to provide a rule based on the user rule page, the rule controlling the 
content to be transmitted from a database to the target computer, the rule stored in form 
of a condition-action pair, the user rule page including at least one of a hardware profile 
indicating hardware capabilities of the target computer, a software profile indicating 
software used by the target computer, and a user profile including dynamic information 
related to a user using the target computer, the dynamic information including 
information on web sites visited and time spent by the user on the websites; and 

wherein a second agent updates information in the user rule page based upon 
information received from the target computer and based upon the updated user rule page 
finds new appropriate content including a second advertisement that is transmitted to the 
target computer. 

4. (Previously Presented) The system of claim 3 wherein the hardware profile 
includes a modem speed. 
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5. (Previously Presented) The system of claim 3 wherein the first agent uses an 
internet programming language. 

6-16. (Canceled) 

17. (Previously Presented) A system comprising: 

a content provider transmitting a content including an advertisement via a network to a 
target computer, the content provider comprising: 

a user rule page containing information being obtained automatically from the 
target computer by a first agent, the first agent having a triggering program to filer 
information and to determine whether the information is relevant to the user rule page; 

a rulebook to provide a rule based on the user rule page, the rule controlling a 
content transmitted from a database to the target computer, the rule being stored in form 
of a condition-action pair, the user rule page including at least one of a hardware profile 
indicating hardware capabilities of the target computer, a software profile indicating 
software used by the target computer, and a user profile including dynamic information 
related to a user using the target computer, the dynamic information including 
information on web sites visited and time spent by the user on the web sites; and 

wherein a second agent updates information in the user rule page based upon 
information received from the target computer and based upon the updated user rule page 
finds new appropriate content including a second advertisement that is transmitted to the 
target computer. 

18. (Previously Presented) The system of claim 1 7 wherein the hardware profile 
includes a modem speed. 

19-21. (Canceled) 

22. (Previously Presented) The system of claim 17 wherein the content is transmitted 
in an internet protocol format. 
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23. (Previously Presented) The system of claim 17 wherein the software profile 
includes a software package and memory usage by the target computer. 

24. (Previously Presented) The system of claim 3 wherein the hardware profile 
includes a type of processor, an amount of memory available, processor clock speed and memory 
usage on the target computer. 

25. (Previously Presented) The system of claim 3 wherein the software profile 
includes a software package and memory usage by the target computer. 

26. (Canceled) 

27. (Previously Presented) The system of claim 17 wherein the rule page comprises a 
user profile including dynamic information related to a user using the target computer. 

28. (Previously Presented) The system of claim 4 wherein the rule matches the 
content with the hardware characteristic of the target computer. 

29. (Previously Presented) The system of claim 3 wherein the content is an 
advertisement banner. 

30-31. (Canceled) 

r 

32. (Previously Presented) The system of claim 17 wherein the hardware profile 
includes a type of processor, an amount of memory available, processor clock speed, and 
memory usage on the target computer. 

33-35 (Canceled) 

36. (Previously Presented) The system of claim 27 wherein the dynamic information 
comprises information on web sites visited and time spent by the user. 

37-39 (Canceled) 
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40. (Previously Presented) The system of claim 17 wherein the first agent uses an 
internet programming language. 

41 . (Previously Presented) The system of claim 3 wherein the content is transmitted 
in an internet protocol format. 

42-44. (Canceled) 

45. (Previously Presented) The system of claim 17 wherein the content is an ad 

banner. 

46. (Previously Presented) The system of claim 3 wherein the first agent is an object 
code for a control residing on a web page. 

47. (Previously Presented) The system of claim 46 wherein the control is transmitted 
with the web page while a dormant object code resides on a server. 

48. (Previously Presented) The system of claim 3 wherein the target computer 
communicates with additional content providers, and wherein the target computer maintains 
several provider rule pages of the additional content providers. 

49. (Original) The system of claim 48 wherein each provider rule page includes 
information from at least one of the additional content providers. 

50-53 (Canceled) 

54. (Previously Presented) The system of claim 17 wherein the first agent is an object 
code for a control residing on a web page. 

55. (Original) The system of claim 54 wherein the control is transmitted with the web 
page while a dormant object code resides on a server. 
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56. (Previously Presented) The system of claim 17 wherein the target computer 
communicates with additional content providers, and wherein the target computer maintains 
several provider rule pages of the additional content providers. 

57. (Original) The system of claim 56 wherein each provider rule page includes 
information from at least one of the additional content providers. 
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